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TtflMARKS 



This Axnendmem and Response is filed in response to tte Office Ac^on mailed 

20 2005 COffice Action"). Claims 26, 28-33 and 35-40 axe pending. Tl.e Office Acuou 
in^cates that claims26-33.nd35.40 are pending. Applicants request acknowledg^^^^^ 
cancellation of claim27in the Amendment and ResponsemedonJune4,2003,S.e,.g., 
An.endxnentafterFinalReiectiondatedNoven.ber 12.2004 atp.6. Funher, Applicants request 
xvithdrawal of all rejections and/or objections to canceled claim 27. See id. 

Claims 26, 30-33 and 37 have been amended. No new matter has been included m the 
claim amendments, support for these amendments canbefoundinthe specification as 

filed at least at p. 3, Une 17 to p. 4, line 3; and p. 9, line 15 to p. 10, line 10. 

1. Consideration of References Cited In IDS Filed on February 10, 2003- 

In the Axnendment after Final Rejection dated November 12, 2004. Applicants requested 
consideration ofthe references Ustedonan Information Disclosure Statementthat was ori^^^^ 
filed onFebroary 10,2003. In response, in the Advisory Action mailed on November 29, 2004, 
the Examiner stated that the "alleged" IDS "as stated in AppUcants' response of November 12, 
2004 is not present in the file" and that "therefore the Examiner can not act on the IDS. In the 
Submission under 37 C.F.R § 1 -1 14(c) submitted by Applicants on January 12. 2005, Applicants 
submitted a copy of the February 10. 2003 IDS along with their Request for Contmued 
Examination. No acknowledgement of the consideration of this IDS is included in the present 
Office Action. AppUcants againrequest acknowledgement that the Examiner has considered all 
cf the references cited in the February 10, 2003 IDS by returning a copy of the IDS with the 
Examiner's initials in the left hand column by each reference. Another copy of the February 10, 
2003 IDS is enclosed for the Exaimner's convenience. 
H. Acceptance of Revised Fig. 2. 

Applicants submitted a revised Fig. 2 along with the Amendment after Final Rejection 
filed on November 12, 2004 to reflect that the authorization unit is element 134. and thank the 
Examiner for acceptance of the revised Fig. 2 in the present Office Action. 



-5 - 

PAGE m * RCVD AT 7/1»200S 2:45:52 PM [Eastern Daylight Time] ' SVHUSPTO^XRF^ ' DNiS:8729306 * CSiD:30i81024(0 < DURATION (min-ss):1M0 



07-18-05 14:48 Froni-Hunton and Wi 1 1 iams 3058102460 T-915 P. 007 F-265 



July 18, 2005 

m Claim Rejections under 35 U,S.C- § 101. 

Tt. Examiner has rejected claims 26-33 and 35-40 under 35 U.S.C § 101 because the 
disclosed invention is allegedly inoperative and allegedly therefore lacks utUity. See Office 
Action at 1 6. Specifically, the Examiner asserts that tte recitations in claim 26 of "receiving at 
least some financial account information linked to the transponder identification information" and 
"wherein the transponder identification information does not compri^ financial account 
information" are "mutually exclusive" statements and an "impossible limitation." 5.^ Office 
Action at 1 7. The Examiner asserts that "if the 'transponder identification information does not 
comprise financial account information/ it is impossible for the 'some financial account 
ix^ormation [to be] linked to the transponder identification information. If it was linked, it would 
infactc^raf^financialaccountinformation." Office Action at 1 7. Applicants respectfi^Uy 

disagree \vith the Examiner. 

As an initial matter, AppUcant. note the rejection with respect to claim 27 should be 
withdrawn as moot since claim 27 was canceled on June 4, 2003. As an additional matter. 
AppHcants respectfully submit that the Examiner has not made ^ prima facie case that the 
invention of claim26 is ''inoperative- and^toforelacks ottUty^^^ 

that "[t]o violate [35 U.S.C. ] 101, the claimed device must be totally inca pable c>f achieving a 
u^efiil result," citing BrooMree Corp. v. Advanced Micro Devices. Inc., 977 F.2d 1555, 1571, 24 
USPQ2d 1401, 1412 (Fed. Cir. 1992) (emphasis in original); E.I. duPont De Nemours and Co. v. 
Berldey and Co., 620 F.2d 1247, 1260 n. 17, 205 USPQ 1, 10 a. 17 (8* Cir. 1980). See MPEP § 
2107 01(11) ("the defense of non-atiUty cannot be sustained without proof of total incapacity"), 
-□.e MPEP farther notes that "[sjituations where an invention is found to be 'inoperative' and 
therefore lacking in utility a,, rare, and rejections maintained solely on this ground by a Federal 
court even rarer." See MPEP § 2107.01(11). Hie MPEP cautions that "in view of the rare nature 
of such cases. Office persomiel should not label an asserted utUity -incredible,' 'speculative' or 
otherwise miless it is clear that a rejection based on 'lack of utiUty' is proper " See MPEP § 

2107.01(11). . . 

Applicants respectfiniy submit that the Examiner has faUed to make ^prima facie rejection 
under 35 U.S.C. § 101 by (A) showing that the claimed invention lacks utility and (B) piovidmg a 
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Appln. No. 09/630.595 

Amendment and Response to Office Action dated Apnl 20, 2005 
July 18, 2005 

sufficient evidentiary basis for fectual assumptions reUed upon in establishing ihe prima facie 
showing. See MPEP § 2107.02. The Examiner gave no evidentiary basis at all for his factual 
assumptions relied upon in establishing the required prima facie showing, and Applicants 
lespectfiilly request that the Examiner provide the evidentiary basis for his factual assumptions 
that "if the 'transponder identification information does not comprise financial account 
information,' it is impossible for the 'some financial account information [to be] linked to the 
transponder identification information. If it was linked, it would in fact contain financial account 
information." 

Applicants respectfully submit that the disclosed invention is operative, as claimed. 
Applicants note that claim 26 requires that the transponder identification information be "linked 
to" the "financial account information." "Link" is defined as "an identifier attached to an element 
(as an index term) in a system in order to indicate or permit connection with other similarly 
identified elements." See Merriam Webster's Collegiate Djctionary, p. 678 (tenth ed. 
1 993). "Contain" is defined as "to have within; include." See Merriam Webster's Collegiate 
DICTIONARY, p. 249 (tenth ed. 1993). Applicants respectfully submit that the transponder 
identification information cart be "lirtked" (gave a connection with other elements in a system) to 
the financial account information without the transponder identification information containing 
(having within it or including) financial account information. Applicants further submit thai in 
light of the knowledge in the art (specifically for example, relational databases), the feet that the 
RFED transponder information can be "linked" to financial account information without 
corttcdning the financial account information is not "incredible" or "facmally misleading." See 
MPEP §2107.01(11). 

Relational databases are designed to perform the function of linking information Q.e. 
permitting connection with) with other information in a system (a database).i Relational 



' Applicants submit tiaat this discussion is purely hypotiietical and m no should the 
hypothetical structures and metiiods discussed in any way limit the claims, or be used m any way 
to construe the claims. Rather, this hypothetical discussion is merely intended to demonstrate to 
die Examiner how, in light of the knowledge of the art, transponder identification mformaiion and 
financial account information can be liiiked. even if the transponder identification information 
does not contain any financial account information. 
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A^d^eat^^?^^^^ ^« CrfFice Action dated April 20, 2005 
July IS, 2005 

databases are discussed, for example, on p. 22 of the copy of the Borland Paradox® for Windows 
reference that was provided to Applicants by the Examiner along with the present OfBce Action, 
■me Borland Paradox® for Windows reference discusses that in a relational database, data is 
orgam^ed into tables that contain categories of data, repeated for each item in the table. 
According to the Borland Paradox® for Windows reference, specific information can be extracted 
ftom each table in a relational database and assembled in a meaningful way. The example given 
is two tables, one containing an address hook and one containing birthday book. The address 
book might put names in one column, addresses in another column, phone numbers in another 
column and so on. Each person in the address book is an item in the table, and the same 
categories of data are entered for each. The table containing the birthday book has informanon on 
birthdays, clothing sizes and favorite colors by name. In a relational database, you could see a hst 
that includes each person's name, address and birthday. TTiis does not mean that the person's 
name information contains the person's birthday information ^:r«her, these data are iMhy the 



database software, 

A Paradox® relational database could, for example, link "RFID transponder identification 
numbe." to fmancial account information in any number of ways. One way could be to include a 
firsttable containing RFID transponder identification information linked to customer 
identification information for the holder of the RFID transponder. A second table may link 
customer identification information to financial account information for each customer. Tliese 
tables may be linked such that financial account information may be retrieved based upon specific 
RFID transponder idemification information using the customer's identification information, fhat 
does not mean that the financial account information is ccntairted in the Rf ID transponder 
identification information, any more than the person's birthday information was included in the 
person's name information in the Borland Paradox® example.^ 

2 Final Rejection dated September 13, 2004 at % 14, where the Examiner s^es in 

the defimSn S W^it a "relational database" is a "database or database management sys^m 
^ttt^s r^omTon in tables - rows and columns of data - and conducts ^^-^^^V^ 
kTspecified columns of one table to find additional data in another table W?^ <^°"^urtuy 
seiches a reLonal database matches information from a field in one table with "^onnafton m a 
ooS^SoigfieTof anot^^ table to produce a third table that combines requested data ftom 
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Amendment and Response to Office Acuon dated Apnl 20, 2005 
My 18,2005 

The Examiner has feiled to make ^prima facie case of iuoperabiUty and thus non-utility 
of the claimed invention of claim 26. Further. Applicants-have demonsliated how the claimed 
invention of claim 26 is operable to those of knowledge in the art. FinaUy, in an attempt to 
expedite this prolonged prosecution, and not for reasons relating to patentabUity, Applicants have 
amended claim 26 to further claim that the RFID transponder identification information does not 
comprise account number information. Applicants continue to maintain that RFID transponder 
identification information can be Zfniterf to financial account information^ 
financial account information and that this amendment is not needed for reasons relating to 
patentability, i.e. this amendment is not necessary to overcome prior art or to meet any rejections 
under 35 U.S.C §§ 101, 102, 103 or any other sections of the Patent Act of 1952, as amended. 
Accordingly, Applicants respectfully request that this rejection be withdrawn against claims 26, 
28-33 and 35-40. 

IV :Claim Rejections under 35 U.S.C. § 112, First Paragi^aph. 

The Examiner next rejects claims 26-33 and 35-40 under 35 U.S.C. § 112, first paragraph 
as allegedly-failing.to comply with the enablement requiremer^tfor the same reasons as set forth 
fortherejection under 35 U.S.C.§101. &e Office Action at 19. As explained in Sec. lU, 
AppUcants respectfidly submit that the invention of claim 26. as originally written and as 
amended, is not inoperable and does not have an impossible claim limitation. Therefore, 
AppUcants respectfiiUy submit that this rejection should be withdrawn against claims 26. 28-33 
and 35-40. Applicants further note tiiat this rejection should be witiidrawn against claim 27 as 
moot in Ught of the cancellation of claim 27 on June 4, 2003. 
V. Claim Rejections under 35 U.S-C. § 112, Second Paragraph. 

The Examiner next rejects claims 26-33 and 35-40 under 35 U.S.C. § 1 12, second 
paragraph as allegedly indefinite for failing to particularly point out and distinctly claim the 
subject matter which appUcant regards as his invention. See Office Action at 1 12. 

both tables " This description of a relational database fiirther provides an exarnple of how RPID 
IXont id^ticiion information in one table in arelational dat^e ^-be /j-fe^to 
S^cLl account information in another table of±e same relational <i-^^^^^;^ 
transponder identification information containing the financial account mfoxmation. 
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July 18, 2005 

A R<,jectio««fCI«i»2«ft>rItaitatio««»«l««t<.«e<.riBliu.3. 

HBt fte Examiner as«tts 4« "it U u,.cl«r ^»hat <he ,«m 'at least one of (m Ime 3) 
^eans , li],i..mdear,fe.g.tt.= iss™gbai*muao«nthc,ra.sponderorrfmplybem 

.^tMlysubnri,to.tonow-rejec.edclaimli»..donbasbee»pr«e»md^^^^^ 

■-■ .J „«,l,eEMminer waited until this Office Acoon-nioiled 

< 2«« with mo iqection on this gix>«nd, yet flie Examinm waiiea , ■„ ,6 ,„ ™ect 

^,.if 2»»5. ^arly (2; ate introducdon of thi. — n ^ dan. 26 » »,e« 
^elL on«s.onnd T^MPBPc.eatlydis.v»ssneh-.iece.^.— -^^^^^^^^ 

tat the "«t=n>inerordinarily shotUd r=i«» each dain. on. avatlable . . - [m]a,or 
technical rejections on pounds such as lack of proper disclosnte. lack of enahl^nent. seno^ 

indefiniteness and res judicata should be appUed where app^priate even thou^ n»y be a 
^.^cientrejectiononthebasisof prior ar."...MPEPS707.07«(emphas. added). 

to fairness. Applicants deserve to address aU valid r^ccdons at to earliest opportunny. 

T;^^^;:;l^when«ns hnritadon was first add^to cldr^^^ 

aFind4^onon.annary212J04^^ 

^'T°\'^,^^^li^Z.^^^^'^^ didthe Exarniner rMse thrs 
Bnefon June 17, 2004. ,''5^ " °' s-vjnd paragraph. Applicants have 
ground for rqecrionof claun 26 u»der 35 U.S.C § 'j^, s«<map^ag.^ and related file, Appto. 
^viously objected to die P'^J^^?^,'^}^,^^ vm. Applicants respectfully 

lerialNo. 1W143,581. ^^^J^^X^^^'^^^^'^^'^"^^'"' 
submit that the Examiner has felled to cieariy amcui^w ^ J ^ ^^^^^ility and 
Recess so that the applicant has the oppottumty to pro>^^^^^^^ ^^^^^^ 

otherwise reply completely at the ^f^l^^t^PP^^J^' '^^^!ytr(Z^rs- and yet AppUcants 
this application has been pending smce August 1, ^OO^ - ^lyf^^^^ ^ 

^x;^=x;p="4sr^-^£S?^^^^^ 
^^-r.i;;^s^r«r^srf^a'rotherJse.epi. 

completely to these grounds of rejection. 

..I'r^roreTc^^a^AS^"^^^^^ 

S"^, SeSfr^^a^sS as ejfy as possible during prosecuUoo. 
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^e^if^i'dSns. to Omce AcUon ^ April 20, 2005 
July 18^2005 

second. Applicants submit that line 3 of claim 26 does not reference a transponder at all.s 
Applicants cannot determinehow the Examiner has interpreted Iine3ofclaim26 to .^^^ 
thatanissuingbankmustownatrai^ponder. or simply be in connection withatranspo^ As 
ti,eMPEPexplains,amendmentsmadetocomply with35U.S.C. § 1 12, second paragraph can 

giverise to an estoppel, and therefore the examiner should "make the record clear by providmg 
expHcit reasoning formakingorwithdrawg any rejection related to 35U.S.C. § 112, secor«i 

paragraph." See MPEP § 2173.02. Applicants cam»ot formulate a meaningful response to this 
rejection, and therefore respectfully submit that this rejection be withdrawn, or otherwise request 
lhatthe Examiner ''cleaxly articulate" this rejection so that AppUcants can provide evidence of 
patemability and otherwise reply completely at the earliest opportunity. 

B Information in the "account table" of claim 26 is allegedly unclear. 
Claim 26 has been rejected under 35 U.S.C. § 1 12, second paiagfaph because, accordmg to 
the ExaHuner. ^it is unclear what information is in the 'account table."' See OfEce Action at t 
1 2(b) AppHcants submit that the Examiner made this same rejection in the Final Rejection dated 
January 21. 2004 at ^ 4(c). Intheir Amendment after Final Rejection dated April 8, 2004 at Sec. 
rV(C) and also in the Appeal Brief dated June 17, 2004 at Sec. vm(B)(3), Applicants traversed 
this rejecdon and argued that support for this limitation can be found in the specification as 
originally filed at p. 5, lines 7-9 (accoum table 1 12 may be or include account number, balance 
limit and other information for various types of accounts). - Ibe Examiner did not maintam this 
rejection in Ihe second Final Rejection dated September 13, 2004, when prosecution was 
■ reopened. See Amendment after Final Rejection dated November 12. 2004 at Sec. V(B) (this 
Amendment after Final Rejection was entered as the Submission under 37 C.F.R. § 1 .U4(c) to 
accompany Applicants' Request for Continued Examination dated January 12, 2005) ("Claim 26 
expressly claims tiiat the financial account information comprises account number mformation, 
account type infonnation, account balance information, and account limit information. Applicants 
note thatthe Examiner has not noted this as an outstanding i^ection, and therefore assmne that 
this rejection has been waived.") 

5 Rather, line 3 of claim 26 references a transponder server. 
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ASUndment and R^onse to Office Action dated Apnl 20, 2005 

July 18, 2005 

F^r the MPEP instructs that "[t]he primary purpose of this requirement of definiteness 
of claim language is to ensure that the scope of the cledms is clear so that the public is irrformed of 
thcboundariesofwhatconstitutesinfringementofthepaten." Se. MPEP § 2173. "Definiteness 
of claim language must be analyzed, not in a vacuum, but in light of: (A) The content of the 
particular application disclosure; (B) the teachings of the prior art; and (C) the claim interpretation 
that v^ould be given by one possessing the ordinary level of skill in the pertinent art at the time the 
invention was made." See MPEP § 2173.02. «In reviewing a claim for compliance with 35 
U S C § 112, second paragraph, the examiner must consider the claim as a whole to determme 
whether the claim apprises one of ordinary skill in the art of its scope and, therefo.^, serves the 
notice function required by 35 U.S.C § 1 12, second paragraph by providing clear wanung to 
other, as to what constitutes infringement of the patent." Se. MPEP § 2173.02. "Thetestfor 
definiteness under 35 U.S.C. § 1 12, second paragraph, is whether 'those skilled in the art would 
understand what is claimed when the claim is read io light of the specification."' See MPEP § 
2173.02, citing OrthokineUcs. Inc. v. Safety Travel Chairs, Inc.,m F.2d 1565, 1576, 1 USPQ2d 
1081 1088 (Fed. Cir. 1986). If the exammer "concludes that a rejection under 35 U.S.C § 112, 
secoi^ paragraph is appropriate ... an analysis as to why the phrase(s) used in the claim is 
'vague' and 'indefinite' shouldbeincludedin the OfficeAction." S«e MPEP § 2173.02. As the 
MPEP explains, amendments made to comply with 35 U.S.C § 1 12, second paragraph can give 
rise to an estoppel, and therefore the examiner should "make the record clear by providing exphcit 
reasoning for making or withdrawing any rejection related to 35 U.S.C § 1 1 2, second paragraph." 
See MPEP §2173.02. 

Applicants respectfully submit that the Examiner has faUed to provide any explanation of 
why or how this claim limitation fails to apprise one of ordinary skill in the art of its scope and. 
therefore, how claim 26 fails to serve the notice fixnction required by 35 U.S.C. § 1 12, second 
paragraph by providing clear wamiag to others as to what constitutes infringement of the patent. 
Further Applicants have pointed to specific support in the specification as filed for the contents of 
the account table. FinaUy, Applicants have amended claim 26 to expressly claim that the fmancial 
accomit information is retrieved &om an account table. Applicants respectfiilly submit that this 
rejection should be withdrawn. 

-12- 
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Appln. No. 09/630,595 -.a -,nft< 

Aniendineat and Response to Office Action dated Apnl 20, 2005 
July 18,2005 

C. Claim 26 aUegedly contains inoperable subject matter. 

The Examitier rejected claim 26 UBder 35 U.S.C J 112, second paragraph for aUeg^^^ 

containing inopexable subject matter. AppUcants respectfully subtmt that claim 26 doe. not 
contain inoperable subject matter, and references the arguments made in Sec. EI in support of thxs 
asserrion. Applicants therefore respectfuUy submit that this rejection should be ^thdraw. 

D. Claim 27 status is allegedly unclear. 

The Examiner rejected claim 27 under 35 U.S.C. § 1 12, second paragraph on the ground 
that the status of this claim is unclear. See Office Action at ^ 12(d). Applicants have already 
addressed the feet that claim 27 was canceled on June 4, 2003 and therefore xespectfuUy subnut. 
that this rejection should be withdrawn. See also Amendments to Claims. 

E. The list of items in claim 35 is aUegedly unclear. 

The Examiner rejected claim 35 mider 35 U.S.C. § 1 12, second paragraph because it is 
allegedly unclear if AppUcants intended the list of items to be conjunctive or disjunctive. See 
Office Action atl 12(e). Again, the rejected claim limitation ofclaim 26 that is now rejected has 
been present in claim 35 since June 4, 2003, yet it is only now rejected on the stated grounds. As 
discussed in Sec. V(A), Applicants note that raising new grounds years after claim Umitanons are 
present denies Applicants an opportunity to provide evidence of patentability and otherwise reply 
completely at the earliest opportunity," as set forth in the MPEP § 706. Applicants further submit 
that there is no indefiniteness of claim 35 on this ground. 

AppUcants respectfully submit that clahn 35 is disjmictive in that the list of items in the 
claim are connected by the word "or." The MPEP notes that "Alternative expressions using 'or' 
are acceptable, such as 'wherem R is A, B, C, or D' . . . Whe foUowing phrases were held to be 
acceptable and not in violation of 35 U.S.C. § 1 12, second paragraph in In re Gaubert, 524 F.2d 
1222 187 USPQ 664 (CCPA 1975): 'made entirely or in part of; 'at least one piece'; and 'iion, 
steel or any other magnetic material."' MPEP § 2173.05(h)ai). Applicants respectfiilly 
submit that use of the disjunctive "or" in claim language satisfies 35 U.S.C. § 1 12, second 
paragraph, and that this rejection should be withdrawn. 
VI. Claim Rejections under 3S U.S.C. § 102. 

The Examiner has x^jected claims 26-40 as aUegedly anticipated under 35 U.S.C. § 102(b) 
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Appln, "No. 09/630,595 , ^ * -nn onn<; 

AmeTidment and Response to Office Action dated Apnl 20, 2005 

July 18.2005 

byoneoxn.oreofUSPN5^76,311toHeonigeC'Hennige'0.USPN5,828,044toJ^(^^^^^^^^ 

USPN 6,424,884 Bl to Brooke ("Brooke^'); and USPN 5,072380 to Randelman C R-delm^ 
5..0fficeActio.atTffll4,16-l8. AppUcants note that clain. 27 and 34 have bee. candied. 
Accordingly,AppUcantsrespectfidlysubn.t^atthe rejections of cl^ 
shoaldbe^vithd^aw. Further, Applicantsrespectfi^lysubrmt thai no^ 
Randelman discloses each and every limitation of claims 26, 28-33 and 35-40. 
A. Rejection over Hennige. 

Claims 26, 28-30, 33 and 35-40 were rejected as allegedly unpatentable under 35 U.S.C. § 
TT - e Affln^ Artionatf 14 Tljisreiection should be withdrawn because 
102(b) based on Henmge. See Office Action at 1| i^. ims rej 

Hennige does not disclose each and every limitation of claim 26. 

Hennige, according to the Examiner, discloses an ordmary credit card transaction 
including "receiving by a transponder server of a credit network at least some transponder 
identification information (credit account number) einitted W 
credit card) substantially upon presentation ofboththe transponder andatransacti^^ 

at a POS device, the payment comprises a payment amount (inherent in all payments)." See 
b&ce Action at 114. According to the Examiner, Hennige further discloses "receiving (at the 
credit authorization agency) at least some financial account information (the account number 
transmittedf^^m the merchant)linked to the transponder identification info^^^^ 
table (the table includes account holder's name, billing address, available balance and credit, etc.); 
determining aud^orization based on the payment amount . . communicatmg authorization t. the 
POS device. ..;paying the authorized payment amount toamerchant account associated witha 

merchant . . . ; issuing the transponder (credit card) to the holder of the account (the consumer); 
receiving the transponder identification information fi^m multiple POS devices . . . ; the account 
type is a credit card; the tran^onder is embedded in a transaction card (contacts 1 00 are 
embedded in the overall card); and regist«ing the financial account information (activating the 
creditcard)viaanetworkregistrationinterfece(atelephone)-" Office AcUon at 1 14. 

Applicants respectfully submit that Hennige does not disclose each and every Umitanon of 
claims 26 28-30 33 and 35-10, as originally vvritten or as amended. AppUcants have amended 
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^o»d=r.R*er.Hen^gedi«lo«.a^.e electronic =.»l«-«.«io„c.rdwh^^^^ 
^of^c^dsheldbyagiven person, =nd««chca.tccc«ver,edin»a.pec,fic card a^te 

.onrer^dre specific cardUneeded. S.. col. 2.«.e. 14-21. The ,.erc»> transfer fl.edaur of 
o..ercards.c,hesin^eelec™n.c*ultt-«Unc.ioncardso«o«ly*e^g.eele«ron.cm^^^^ 

tacdoncardhastobc carried. See col. 2. lines 33-38. The single electronic mul«-SMC«on c^ 
*„.»as.n„es*.efo,mofasinglep»rposeeard3ndmay.henbeusedformepnrpos.««ndedby 

^eholderofthecard." &e col. 2, lines 6-10, The da» stered on to sin^e elecrronrc n«J»- 
Wioncardareti^dara sc. of several sep^ cards issuedbycreditinstinruonsa^^^^^ 
card^mherdaU^Mthenser-ssignamre Se. col. 4. lines 60-63; col. 6. lir^s 37-41. Henn.^ 
,,„sdi,closeson.yasingleelec,ronicmul«-fl^uonca,d.ha, stores crediracconnrntf— 
r^v^uldtypiceUybeernbeddedinamagneticstripeonanordiz^creatcardandthatttas 

inforrnattonc^nber^dfiotnthe single electronic multi-fipcdoneardbyachectog.^^ 

salesperson. See col. 7, lines 14-18 and 45-55. 

..Aclaimisanticipatedonlyifeachandeveryejementassetforaintheclanntsfonnd, 

.■ei.er«^ss.yo.inhere«.ydescribedinasin,epriorar.re..et«.»seej^^^^^^^^ 

VMBros. V. Vr,ion Oil Co. ofC^.. 814 F.2d 628. 631, 2 USPQ2d 1051, 1053 (Fed 
1987). F«ber.lxlheidendcalinven«onnrus.sho«ninas complete detail^is — 

claim " See MPEP § 2131 , cHing Richardson v. Suz^ Motor Co.. 868 F.2d 1226, 1236. 9 
USPQ2d 1913. 1920 (Fed. Cir. 1989). Hetmige Woes disclose receiving by a RFID 
transponder server at leas, some RFro«a.ponderideotific.tioninfor,n«ioaennnedbyaBm 

transponder substantially upon pr^tation of both the WID transponder and a rransactron for 
payrnentatapointofsaledevice. where theRFrntransponderide^tiiieadoninform^ondo^n^ 

Lprise account number infermation as claimed in cMn, 26. Rather, in Hennige. .he checlang 
„^ is disclosed only to receive account number information 6om .he single electromc muta- 
tocdon card. Since Hennige does no. disclose each and every element of claim 26, Hennrge does 
„o.anticipateclaim26,orclaims28-30.33«^35-40ftatdependfromclam26. 

Further d>e MPEP expressly sKm» .hat -pin order to provide a complete apphcanon file 
tistory and to enhance the clarity of the p«,secution history record, an examiner must provde 
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clear explanations of aUactioxis taken by the exaniiner during prosecuti^^ • 
Mhen the applicant traverses any rejection, the examiner should, if he or she repeats the 
rejection rake note of the applicant's argument and ansy^er the substance ofU." See MPEP § 
707 07(f) (emphasis added). Applicants presented arguments in the January 12. 2005 Subnussion 
traversing this same rejection of claim 40 but the Examiner has not taken note of the Applicants' 
argument or answered the substance of it, as required by MPEP § 707.07(f). hx the January 12, 
2005 Submission, Applicant, argued that the Examiner provided no reasoning of how "activatron'' 
of a credit card is consistent with the specification regarding registration of financial account 
irrfonnation. AppUcants submitted that the specification description of registxation of financial 
account information is inconsistertt with credit card activation. See Specification at p. 8, Ime 19 to 
p 9 linelO. For example, the specification states that the user is interrogated to "Identify or 
select which one or more accounts . . . [s/he] wishes to associate with the transponder." See id at 
. p.9.linesl-3. The Examiner pmvided no reasoning why or how. and that a person of ordmary 
skill in the art would understand that, activation of an ordinary credit card permits a user to 
<tidentify or select" which accounts to associate with the credit card. Rather, account number 
informatioTv is already embedded in the magnetic stripe on the dredit card prior to activation. 

"A claim is anticipated only if each and every element as set forth in the claim is found, 
eitiierexpresslyorinherentlydescribedinasinglepriorartreference." MPEP § 2151, cm^g 
Verdegaal Bros. v. Union Oil Co. of Calif., 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cur. 
1987). Further, "[t]he identical invention must shown in as complete detail as is coniamed m the . 

claim." See MPEP § 2131, citing Richardson v. SvzuM Motor Co., 868 F2d 1226, 1236, 9 
USPQ2d 1913, 1920 (Fed. Cir, 1989). Applicants respectfiilly submit that, Hennige does not 
disclose each Jnd every element of claim 40 in as complete detailed as claimed therein. If the 
Examiner maintains this x^eotion. Applicants respectfully request that they be provided a clear 
explanation of the grounds for rejection by tiie Examiner to allow them to provide evidence of 
patentability and otherwise reply completely at the earUest opportunity. See MPEP § 707.07(f). 

The Examiner also stated that "this rejection reUes on die definition of transponder as 
request [sic] by Applicants." Office Action at 1 15. Claim 26 has been amended to claim that 
the transponder is an RFID transponder, and therefore Applicants respectfully submit that the 
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Examiner'sargumcntofthedefimtionofatranspoaderismootinligb^ 
Office Actionatini 15; 27-29; 5fiea/^o Sec. Vin(C)fn/?-a. 

Applicants respectfuUy submit that Hennige does not disclo^ each and every bnutauon of 
claim 26, and therefore does not disclose each and every limitation of claims 28-30, 33 and 35-40 
either, and respectfully request that this rejection be withdrawal. 

B. Rejection over Jun. 

The Examiner rejected 26. 28-30, 33 and 35-40 as allegedly anticipated by Jun. See Office 
Action atl 16. The full extent of the rejection of these claims is that Jun "discloses the clauned 
invenUonincludinganRFtransponder." ... f..; Office Action at 1 36.^ Justasfor 

Hennige, Applicants respectfully submit that Jun does not disclose each and every limitation of 
claims 26, 28-30, 33 and 35-40 and therefore does not anticipate these claoms, 

Jun discloses a non-contacting credit card system. 5.. Jun, col. 1. lines 5-11. The RF card 
of Jun is powered by a card temiinal via a radiated radio frequency. See Jun, col. 2, hues 33-35. 
Hre card terminal reads the card number that is transmitted from the RP card. See Jun. col. 2, 
lines 34-36 Th^ card number is then transmitted from the caid terminal to a terminal computer, 
where the terminal computer makes an inquiry to a black list and makes a decision for issumg an 
approval or disapproval of a transaction. See Jun, col. 2. lines 37-46. 

Jun does not disclose receiving by an RFID transponder server of an issuing bank, a 
financial institution or a credit network transponder identification information emitted from an 
RFID transponder; retrieving financial account information linked to the RPID transponder 
identification information in an account table; determining by an authorization unit authonzat^on 
for Charging at least some of the payment amount to a financial account represented by iHe 
financial account information; and communicating authorization where the RFID transponder 
identification information does not comprise account number infom«.tion, as claimed in clann 26. 
In contrast, Jun discloses transmitting the financial account number (card number) directly from 
the RF card to a card terminal. For this reason alone, Jun does not anticipate the clamied 
invention because Jun does not disclose each and every limitation of claim 26. 

6 See also Final Rejection dated September 13. 2004 at Ti 8. 
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AlAoagh 4= Examiner repealed the rejection over to waa made to the second 
Final Rej«=d<,n dated Sept™b« 13, 2004. there ia no response «> AppUoanta' argument made m 
the submission of January 12, 2005 that this rejection Ms ,0 make ^primafaci. case .hat Jun 
ffisdosea each and every dement of claims 26. 28-33 or 35-40. Amendment after Fmal 
Rejection datedNovember 12. 2004 a, pp. 9-10 Further, there is no response to Appheants 
.^uments that Jun does not disclose the elements of claims 37 and 38 of embedding the 
.r^ndexinapcrsonal article snchasal^y chain, pager, watch. Clothing, key ortransac^^^ 

eard. AddltionaUy. there is no response to AppUcants' argument that Jun does not disel.^ 
^gistration of financial account infcrmation via, netwotk in.«ftce as claimed in datm 40 If .he 
Examiner mam^ins rejection over Jun. AppH«m,s respectftdly request *at they be provided a 
clear explanahonby the Examiner of the grounds for rejectionthn. "Jun di^loses the clanned 
invention including an RF transponder" .o allow them to provide evide«:e of pat»rtBbiht, and 
othervrise reply completely at the earliest opportunity. See MPEP § 707.07(f). 

Applicants submit that Jun does no. disclose each and every limimtion of dam. 26. and 
therefore also does no. disclose each and every limitation of dependent claims 28-30. 33 and 35- 
.40. and respecrttUy teques. thM this rejection tor anticipation be withdraw™. 

C Rejection over Brooke* 

The Examiner has rejected claims 26, 35, 37 and 38 under 35 U.S.C. § 102(e) as allegedly 
anticipated by Brooke. No grounds whatsoever are provided for this rejection. ^^'^^^ 
respectfully submit that this does not constitute ^prima facie case of anticipation. See MPEP § 
707-07(f) (examiner must provide clear explanations of all actions taken during prosecuuon of an 

application) (emphasis added). 

Brooke discloses a vending machine including a transponder interrogator, where a 
cu^omer that desires to make a purchase from the vending machine presents a transponder to the 
transponder interrogator v^ch identifies the transponder and a credit amouztt associated w.th that 
transponderisdebitedthepurchaseprice. S.. Abstract. The credit amount may be stored on d^e 
transponder, or may be stored in an external database. See col. 5, lines 36-40; col. 6, lines 10-16. 
Brooke does not disclose at least the limitations of Claim 26ofreceivingbyaRPlDtrans^^^^^^ 

s^er of an issuing bank, a financal institution or a credit network at least some RFID 
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tr^sponder identification ixrfonnation emitted &om an 

account table financial account information linked to the RFID transpond^ identificauon 
irfonnation, the financial account infonnation comprismg account number information, account 
information, account balance information and acconnt lin^t information. Brooke also does 
act disclose each and every limitation of claims 35, 37 and 38 for these same reasons. 

Since Brooke does not disclose each and every element of claims 26, 35, 37 and 38, 
Applicants respectfuUy submit that Brooke doesnot anticipate these clain^ 
rejection be withdravm. If this rejection is maintained, AppUcants request that the Exammer 
provide a clear explanation of the reiection so ti^t Applicant, may respond. See MPEP § 

707.07(f). 

D Rejection over Randelman. 

mExaminerhasxejectedclaims26-33and35.40under35U.S.C.§102(b)asaIlegedly 
anticipated by R^delman. No grounds whatsoever are provided for this rejection. Applicants 
respectfuUy submit that tins does not constitute ^prima facie case of anticipation. See MPEP § 
707.07(f) (examiner must provide clear explanations of all actions taken during prosecution of an 

application) (emphasis added)- 

Randelman discloses a system and method for identifying a vehicle in a prescnbed area of 
a service station and associating services with the vehicle, where the vehicle includes a 
transponder. 5e.AbslxacL 11^ system has antemiae that emit an electromagnetic field at a 
predetermined frequency which energize an emitter card affixed to the vehicle in ti.e vicmtty of 
tiieantennae. Seecol. 1, lines28-3l. TT.e emitter sends out an encoded electromagnetic signal 
which can be used by a computer for customer accounting, billing, recognition, trackmg, or 
promotion. See col 1, lines 45-^7 and col. 3, lines 3-12. The method allows for automatic 
xecognition and servicing of a vehicle and invoicing the vehicle owner. 5.. col- 1, Imes 48-51. 
R^ehnan does not disclose at least the limitations of claun 26 of receiving by a RFID 
transponder server of an issuing bank, a financial institiition or a credit network at least some 
RFID transponder identification information emitted from an RFID transponder, or retncvmg 
from an account table financial account information linked to the RFID transponder idennfication 
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infonnation, the financial account infonnation comprising account nxnnber information, account 
type information, account balance information and account limit information. 

Since Randelman does not disclose each and every element of claims 26, 27-33 and 34-40, 
AppUcants respectfully submit that Randelman does not anticipate these claims and request that 
this rejection be withdrawn. If this rejection .s maint^ned. Applicants request that the Exammer 
provideaclear explanation of the rejection so that Applicants mayrespond. 5..MPEP § 

707.07(f). 

E. Rejection over Wynii. 

The Examiner previously rejected claims 26, 28-30, 33 and 35-40 as allegedly anticipated 
byWynn. Final Rejection dated September 13, 2004 at 119. This rejection has not been 
repeated in this Office Action, and therefore AppHcants assume that this ground for rejection has 
been withdrawn or otherwise waived. See MPEP § 707.07(e) r[e]very point in the prior action of 
an examiner which is still appUcable must be repeated or referred to, to prevent the implied waiver 
of the requiremenn (emphasis in ori^nal). 
Vn. Claim Rcjectiqns Under 35 II.S.C. § 103(a)- 

The Examiner has also rejected claims 26. 28-33 and 35-40 as allegedly unpatentable over 
Jun and Brooke. See Office Action at HH 20, 21. 
A. Rejection over Jun. 

Hxe Examiner asserts that "it would have been obvious to a person having ordinary skill m 
the art at the time the invention was made to modify Jun to include the transponder is of a credit 
network, and that such a modification would have isolated the transponder by making it only 
available for purchases allowing for a faster transaction." See id. Hie Examiner has not shown 
any suggestion or motivation, either in the reference or in the knowledge generally available to 
one of ordinary skill in the art, to modify the reference or that such a modification would allow for 
tastertransactions. 5.e MPEP § 2142. AppUcants respectfiilly submit that Jun does not disclose 
each and every limitation of claun 26, and that Jun does not form ^ prima facie case of 
obviousness. See MPEP § 2142. The Examiner also has not shown a reasonable expectation of 
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success. See MPEP § 2142. Neither has the Examiner provided factual support for this 

conclusion- See MPEP § 2142. 

As previously noted, Jun does not disclose receiving by an RFID transponder server of an 
issuing bank, a financial institution or a credit network RFID transponder identification 
information emitted from an RFID iransponder; retrieving from an account table financial account 
information linked to the RFED transponder identification infonnation; determmmg by an 
authorization unit authorization for charging at least some of the payment amount to a financial 
account represented by the financial account information; and communicating authorization, 
v^here the RPID transponder identification information does rwt comprise account number 
information, as claimed in claim 26. Rather, Jun discloses a non-contacting credit card system. 
S.. Jun. col. UlinesMl. The RF card of Jun is powered by a card terminal via a radiated radio 
frequency. Jun, col. 2, lines 33-35. The card terminal reads the card number that is 
t^mitted from the RJ card. See Jun, col. 2, Imes 34^36. lUe card number is then transmitted 
from the card terminal to a temiinal computer, wher. the terminal computer makes an inquiry to a 
black list and makes a decision for issuing an approval or disapproval of a transaction. See col. 4, 
lines 53 -61 . There is no suggestion or motivation in Jun to include that the transponder is of a 
creditnetworktoallowforfastertransactions. In fact, in contradiction of this unsupported 
assertion, Jun teaches owo, from including die txansponderinacreditnetworkbecau^^^ 

to Jun, such a modification would make transactions slower, nor faster. 

teaches inihe Description of the Prior Art that conventional card inquiries where a 
credit card number is read by a card reader and transmitted tiuough an electric line to a credit card 
^ng company where checks on payment limit and existence or absence of dishonored 
transactions takes place, and approval number or disapproval is tran^tted to the card inquiry 
terminal takes "too much time," which W consmnption ... has been a serious impediment m 
broadeningtheaxeaofthecreditcardatilization." See col. 1, lines 39-55. One of the objectives 
ofthe invention ofJun is to "drastically" reduce card reading time. See col. 2. Imes 12.1x Jun 
accomplishes this objective by storing a black list on a terminal computer for ^ inquiry to the 
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blacklist «>b= made very <pic>cly.inte»ft=n3^. S« col. 4. Uoes 14-20 and 53^64.' The 
black U« caa also be stored on a card .e™i„al. shorremng the lime ^ furflter for card 
inodry ool. 5. lines 10-12. Thus. J»c ,each^ a«<^ So" Wdtae '---^'^ ^ ^ 
a couventtooal credit network becaose ,h« would Me« pwpoae of reduoBg in,dry Ome for 
approval or disapproval of atransacdon. See coL 3. lines 20-27. Forfl.er. such a modificatton 
wonld render Jun w^sfectory for its intends, purpose, and «>erefore Jun provides no suggesuon 
or motivatiou'to make .he asserted modificafion. S^e MPEP § 2143.02.' 

Additionally, in ite Final Bflection dated September 13. 2004, the Examiner asserted that 
i, would have been obvious «, one of ordinary skiU in the ar, to modify Jun to include having the 
nansponder server be of an issuing bank. AppUca«s argued in the January 12. 2004 Submission 
that Jun does not disclose each and every limitation of claims 26. 28-30. 33 and 35-40 and 
terefbre cannot foon ^prima facie case of obviousness in support of ihat rejection. Ttas 
■section has no, been repeated in this Office Acdon. and therefore AppUcants assunre that this 
groundfor rejecHonhasbeenwithdrawn or otherwise Wed. S..MPEP5 707.07(e)r[clvery 

point in the prior action of an e«aniner ^ich is sdU applicable must be repeated or ref^rr^ u>. to 
prevent the implied waiver of the «?Kjr«manO (empbssis in original). . 

Since lun does not disclose each and every limhation of .he claimed invention, and there rs 

,S,eExb.Di„A«fo"li^»"^ ^ -othori^*""^ WicaUy take 

between 6 seconds and 90 seconds. 

of transactions. See col. 1 , lines 39-55. Inherency '^^I^J^^ . . ^ described in the 

•make clear that the missing descriptive ^"er ^ necess^^^^^^^ the thmg d 
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no monvanonorsuggestionmJun to include the transponder as part ofac^^^ 
for fester transactions and in fact the reference teaches a^ay from such a modification, Apphcants 
respectfully request thax the rejection of claims 26, 28-33 and 35-40 be valhdrawn- 
B. Rejection over Brooke- 

The Examiner asserts that "it would have been obvious to a person having ordinary skUl in 
the art at the time the invention was made to modify Brooke to include the transponder is of a 
credit network, and that such a modification would have isolated the transponder by makmg it 
oulyavailableforpmchasesallowingforafastertransaction." 5.. Office Action at 121. The 
Examiner has not shown any suggestion or motivation, cither in the reference or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference. See MPEP § 2142. 
Applicants respectfully submit that Brooke does not disclose each and every limitation of claim 
26. and therefore that Brooke does not form ^primafade case of obviousness. See MPEP § 
2142. TheExamineralsohasnotshownareasonableexpectationofsuccess. 5ee MPEP § 2142. 
NeitherhastheExaminerprovidedfactualsupportforthis conclusion. S.^ MPEP § 2142. 

AS previously noted, Brooke does not disclose at least the limitations of claim 26 of 
receiving by a RFTD transponder server of an issuing bank, a financial instimtion or a credit 
network at least some RFID transponder identification information emitted from an RPID 
transponder, or retrieving from an account table financial account information linked to the RFID 
transponder identification information, the financial account information composing account 
number information, account type information, accomit balance infomiation and account hmit 
information. Brooke also does not disclose each and every limitation of claims 28-33 and 3540 
for these same reasons, mre is no suggestion or motivation to include that the transponder is of 
a credit network, and in fact the knowledge generally available to one of ordinary skill m the art 
teaches away from including the transponder of Brooke in a credit network. 

Brooke discloses that the invention is a vending machine including a transponder 
interrogator, where a credit amount associated with the transponder is debited the purchase price. 
See Abstract. The vending machine may have conventional payment components for vendmg 
machines, such as coin and bill accepting units and/or smart card readers in addition to the 
transponder interrogation unit. S«a col. 3. lines 53-61. TTie transponder may have a memory umt 
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to, Stores teciedi. amount Se. col. 5. B=« 38^. In«,oa>erembodtoen.,en««n,al 
databasccouldstoretlecreditamoiml. SmcoI 6,lines 13-16. 

I, b «.U knovm that vcndiog machine p»cbases small dolte amount purchases. See. 
... col 3. Itacs 61-67 (vending machines used to dispense beverages, canaes. cigareros. fare 
ca,;;^. s««ps. sandwiches, gaming credit, video/pinball play credits, eto.). knowledge 
generally available «, .hose of oniinary skill in fte ar. even as of 2004 is rha, payments usurg a 
credit network are «r^mble for small purchase amounts, or mieropaymenls. See Exh. A 
(Mc™^.«.byJamesHornforS.anforfUni,e,sityCS. March 18,20O2)(mrcropaymen«a« 

arbitrarily small payments, and credit cards lose appeal for purchases that fall barren SI and $10 
due to fixed transaction costs for credit card payments); Bd. B (Cra^r Cards E„,er ,„e 
Mi^rapaymem Carre, by Mark Jewell. June 29. 2004) («gges. obstacle to using credit cards fbr 
micropayments is the cost of transaction processing, usually between 20 cents to a quarter, plus 
2% to 3% of the price being sold - "For very inexpensive items, the transaction expense can wrpe 
out any profit.n; Exh. C lagllal Ccnt.n, Sjmrs Mia-^enU Resw-genc. by Matt Hmes. 
September 7. 2004) CWeb shoppers have historically preferred to pay wifl. credrt canls . . . 
becausecredlteardcompaniestypicallychargestsicl fees for processing and customer servrce on 
ever, transacdon. credit cards can be an extremdy inefficien. «ay of making a smaU purchase, 
with the fees often eating most of the profit margin."); Exh. D. (77« Siren Song cfMeme, 
. Mcrop^, by Stove Crocker) C- ■ ■ credit cards are mrprofitable for seller at purchases 
below $5 00. . . transaction costs implied inthe credit card financial structore mean that they 
cannot be used direcUy for very small purchases ... [a] related but no less important "cosf rs the 
timeittakestoanthori^acredittransaetion ... p]n the U.S., credit card authorizarions take 

6 seconds and 90 seconds ... a customs who makes small pun=hases may make sevend 
in a single day and wiU not wan. to wait more than a second or nvo for each one.") (emphas. m 

origiixal). , 

Thus neither Brooke aor the knowledge geneiaUy available to those skiUed in the art 

provides any suggestion or motivation to make the asserted, unsupported modification of 
including the transponderofBrookeinacredit network. Accordingly.Applicantsre^^^ 

submit that Brooke cannot support .prima facie case of obviousness of claim 26, or claims 28-33 
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and 35-40 that depend from claim 26, and that this rejection should be withdrawn. 
Vin. RESPONSE TO OTHER ARGUMENTS. 
A. Lexicography. 

With respect to ^ 22 of the Office Action, the Examiner has repeatedly requested that 
AppUcants "confirm" that they wish to be their own lexicographer, and also has asserted that he 
has made "final" the presumption that claim terms are to be given their "ordinary and 
accustomWrneaningduxingprosecution. Se. Office Actiou of May 16. 2002 at 1 13; Office 
Action of October 29, 2002 at 1 12; Office Action of March 4, 2003 at 1 13; Final Rejection at H 
12 Applicants again submit tbat the claim temis are to be given their broadest reasonable 
interpietationoonsistentwiththespecification. 5..MPEP§211L To the extent that the 
Examiner has imposed an obUgation on Applicants to confirm the mamier of interpretation of the 
claim terms in the AppUcation, AppUcants respectfully submit tbat the claims axe to be construed 
as required by the patent statute, as interpreted by or further set forth by the CCPA and the Federal 
Circuit Applicants are aware of no obUgation to confirm that they have decided to be or not to be 
their own lexicographer. Rather, Applicants understand that the proper standard is that "the 
pending claims must be 'given their broadest reasonable interpretation consistent with the 
specification."' Se. In re Hyatt. 211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000); 

MPEP§2111. 

B. Functional Recitations. 

m Examiner again raises an objection to functional recitations- See Office Action at 1 
24 AppUcants can identify no rejecUons based on the grounds of functional claim recitations, and 
the last time such grounds were rcfei^nced was in the Office Action dated March 4. 2003 at ^ 14. 
In the March 4, 2003 Office Action, the Examiner asserted the following: 
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Functional recitations using the word "for" ... have been ^ven 
less patentable weight because they fail to add any steps and are 
thereby regarded as intended use language. A recitation of the 
intended use ofthe claimed invention most result m additional 
steps. See Bristol-Myers Squibb Co. v, Ben ^f^^'^^^'^Z^frZ' 
Irtc 246 F.3d 1368, 1375-76, 58 USPQ2d 1508, 1513 CFed. Cix. 
2001) (Where the language in a method claim states only a puipose 
and intended result, the expression does not result in a 
manipulative difference in the steps of the claim.) 

AppUcants respect&ally submit that the issue in the cited portion of Bristol-Myers Squibb is 
whether preamble language that .states intended use and purpose of an invention limits the scope 
oftheclaim. See Bristol-I^ers Sguibb 1372. Bristol-Myers Squibb, the patent holder, sued 
Ben Venue based on Ben Venue's ANDAs seeking approval to market paclitaxel prior to 
expiration of Bristol-Myers Squibb's patents USPN 5.641,803 and 5,670,537 directed to methods 
of administration of taxol (Taxol® is the registered trademark name for its anticancer drag that 
comprises paclitaxel as the active ingredient). Se^ irf. .t 1371; n. 1. Ben Venue alleged that the 
patents were invalid over i«rer.//. an article by Kris in which "Kris treatedpa 
hour infusions of paclitaxel within the claimed dosage ranges but observed no antitumor 
response" Id at 1372. Ben Venue moved for summary judgment. The district court 
construed the claims and determined that the preamble of claim 5^ ofthe '537 patent '"[a] method 
fur treating a cancer patient to effect regression of a taxol-sensitive tumor, said method bemg 
associated with reduced hematologic toxicity' merely stated the intended u.e or purpose ofthe 
inventionanddidnotlimitthescopeoftheclaim." Id. The district court also held that "the 



9 Claim 1 ofthe '537 patent reads as follows: "A method for treaung a cancer patient 
suffering fi^ra tSotsensitive mmor comprising: (i) premedicating said P^«ent vmh a 
SfSS to reduces or eliminates hypersensitivity tractions; and 00 pa^-te^^ _ 
Administering to said patient about 135-175 mg/m2 taxol over 3^-^ ™ion of a 
^537patentrLdsasfoUows^^pe^^^^ 

^^;:r;rirg^^i)T^^^^ 
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expression in the '803 claims/o 'an antineoplastically effective amomxt,' was inseparable from the 
specific concentrations described in the claims and only stated the purpose of the invention 
comprising the stated method steps." Id. at 1372-73. The district court also held that the 
expression "reducing hematologic toxicity" meant "a reduction in toxicity relative to that normally 
experimcedinatwenty-fourhourpacUtaxelinfusion." i.^. at 1373. The district court then held 
on summary judgment that most of the claims in both patents were invalid as anticipated by the 

Kris article. See irf. at 1373. 

On appeal, Bristol-Myers Squibb argued that the district court erred by "not giving effect 
to the preamble 'for reducing hematologic toxicity'" and also the expression "an antineoplastically 
effective amount" in the '803 patent claims. Id. at 1374. Bristol-Myers Squibb argued that the 
limitation "an antineoplastically effective amount" distinguished the claims over Kris because 
Kris did not observe antitumor eflBcacy. Id. Bristol-Myers Squibb also argued that the preamble 
of claim 5 of the '537 patent must given effect under the doctrine of claim differentiation since 
that is the only difference between claims 1 and 5 of that patenL See id. 

The Federal Circuit afQimed in part the district court and held that the preamble language 
of the claims of the '803 patent was non-limiting because «[t]he steps of the three-hour infusion 
method are performed in ±e same way regarding whether or not the patient experiences a 
reduction in hematologic toxicity, and the language of the claim itself strongly suggests the 
independence of the preamble &om the body of the claim " Id at 1375. Hie Federal Circuit 
similarly held that the expression "an antineoplastically effective amount" in the '803 claims is an 
expression of intended results that "essentially duplicates the dosage amounts recited in the claims 
that are also described in the specification as 'antineoplastically effective." Id Next, the Federal 
Circuit held that the preamble expression of claim 5 of the '537 patent, "'[a] method for tieating a 
cancer patient to effect regression of a taxol-sensitive tumor, said method being associated with 

10 Claim 1 of the ^patent reads as follows: "A method for reducing hemawlogic 
toxicity in a cancer patient undergoing [t]axol treatment comprising parenierally admmiste^g to 
sXatient an antin^plastically effective amount of about 135-175 mg^m2 taxol oyer a penod of 
about Aree hours " The limitation "an antineoplastically effect amount" was voluntai^y f^ded to 
the claims after the claims had been found allowable and was not leqmred by the exammer. See 
id. at 1374. 
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reduced hematologic toxicity" is only a statement of purpose and intended result because "[tjhe 
exp^^sion does not result in a manxpulauve difference in the steps of the claims " Id. at 1375-76. 

The Federal Circuit held that language v^ch does not result in a manipulative difference 
in the Steps of a method claim are only statements of purpose and intended result, and does not 
Umit the scope of the claims. There is no holding in this case, or the MPEP, that "fflunctional 
recitations using the word "for" . . . [should be] given less patentable weight because they fail to 
add any steps and are thereby regarded as intended use language," as stated in para. 14 of the 
March 4 2003 Office Action. In fact, the MPEP stales that "[a] functional Umitation must be 
e.aluatedmclcomidered,just like ar^ other lunitation of the claim, for >vhat it fairly conveys to a 
person of ordinary skill in the pertinent art in the context in which it is used" and that "[a] 
functional limitation is often used in association with an element, ingredient, or step of a process 
to define a particular capability or purpose that is served by the incited element, ingredient, or 
step" MPEP § 2173.05(g). Applicante therefore lespectfiilly disagree with the Exanuner's 
conclusion that functional recitations using the word "for" are to be given less patentable weight. 
Rather, Applicants submit that functional limitations must be evaluated and considered, just like 
any other limitation of the clahn, for what they convey to a person of ordinary skill in the art m 

the context in which they are used. 

Further. Applicants respectfully request that if the Examiner has given any limitations of 
the pending claims 26, 28-33 and 35-40 less patentable weight for this reason that he provide a 
clear explanation so that Applicants may provide a meanmgful response. See MPEP § 707.07(f) 
(examiner must provide clear explanations of all actions taken during prosecution of an 

application). 

C. Definition of Transponder. 

The Examiner states that he is free to use any reasonable definition of transponder and is 
not bound by Applicants' defimtion. and that the definition of a transponder as a device that 
responds to a physical stimulus and emits an electrical signal in response to the stimulus is 
adopted. See Office Action at Ht 27-29. Applicants again respond that the standard for claim 
temi interpretation during prosecution is that claim temis are to be given their broadest reasonable 
interpretation consistent with the specification. 5.. MPEP § 21 1 1 ; In re Hyatt, 2 1 1 F.3d 1367. 
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1372, 54 USPQ2d 1664, 1667 (Fed. Cix. 2000). Applicants again submit that the definition 
asserted by the Examiner is not consistent with the specification. See Amendment after Final 
Rejection dated November 12, 2004 at Sec. in(D). Applicants expressly describe in the 
specification a transponder as an "electromagneiically-coupled transducer"; and an 
"electromagaetically coupled deviceQ, generally activated by proximity to an RF-enabled 
receiving uni V and one of ordinary skill in the art would understand this to refer to an active 
transponder. See Specification at p. 1, lines 10-11; p. 3, lines 19-22. The Examiner's broad 
construction of the term "transponder" to cover ordinary magnetic stripe credit cards is 
inconsistent with the description of the term -transponder" in the specification. 

Applicants also respectfiiUy submit that their previous argument regarding passive 
transponders has been misconstrued in the present Office Action. Applicants previously argued 
that even if "transponder" were to be given the extremely broad interpretation given by the 
Examiner, a credit card as disclosed in the cited Hennige and Jun references still would not meet 
all of the limitations of the claims because credit cards do not emit any information. See 
Amendment after Final Rejection at Sec. in(A) ("Apphcants submit that the definition of the term 
"transponder" as a credit card is incorrect because an ordinary credit card does not "emit" any 
information. The verb "emit" is a transitive verb which means to give off; to send out; to eject. 
See Meniam Webster's Collegiate Dictionary (lO"- ed. 1993) at p. 378. However, an ordinary 
credit card is a passive device with embedded information in a magnetic stripe that is read by a 
reader, just Uke a cassette tape.") Applicants respectfiiHy submit that the Examiner has failed to 
consider the requirement of claim 26 that transponder identification information is emitted by a 
transponder in asserting that the credit carf of Hemiige and Jun discloses the transponder of claim 
26, and has failed to respond to AppUcants' argument in rebuttal. The MPEP expressly states that 
"'[i]n order to provide a complete appUcation file history and to enhance the clarity of the 
prosecution history record, an examiner must provide clear explanations if all actions taken by the 
examiner during prosecution of an application . . . [wlhen the applicant traverses any rejection, the 
examiner should, if he or she repeats the rejection, take note of the^ applicant's argument and 
answer the mbsiance of it.- See MPEP § 707.07(f) (emphasis added). Applicants therefore 
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respectfully request that the Examiner take note of Applicants' argument in rebuttal and answer 
the substance of it if this rejection is maintained. 

Regardless, and again in an effort to hasten this lengthy prosecution. Applicants have 
amended claim 26 not for reasons relating to patentabiUty to recite that the transponder is an ElFID 
transponder. Applicants continue to maintain that an ordinary credit card does not emit 
information, and the Examiner has made no such assertion that it does, and Therefore the credit 
card of Hennige and Jun does not meet each and every limitation of claim 26. Accordingly, this 
amendment is not made for reasons relating to patentability but rather to expedite this prosecution. 

D. "In light of the specificatioii." 

The Examiner asserts at 30-35 that he is to use the broadest claim interpretation during 
ex parte prosecution. Applicants maintain their position that the MPEP states and the case law 
clearly holds that claim terms are to be given their broadest reasonable interpretation consistent 
with the specification. See MPEP § 211 1; In re Hyatt, 21 1 F.3d 1367, 1372, 54 USPQ2d 1664, 
1667 (Fed.Cir. 2000). 

E. Other Arguments- 
Applicants note that there is no response given in 1 25 of the Office Action, Applicants 

further note that the response given in f 37 is of insufficient clarity for Applicants to fomulaie a 
response. See MPEP § 707.07(f) (examiner must provide clear explanations of all actions taken 
dimng prosecution of an application). 

Notice of References Cited. 
AppUcants note that the Examiner has cited the Restatement of the Law , Second, 
Contracts, §§ 1-385 and Comments, and sections of White & Summers* treatise on the Uniform 
Commercial Code as '^pertinent to Applicants' disclosure," but axe not aware pf how these and 
other cited references are pertinem. Applicants' would appreciate guidance on how these 
references are pertinent, if such pertinence affects patentability of the claimed inventions. 
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CONCLUSION 

AppUcants respectfully request that the Examiner reconsider the claims in light of this 
Ajnendment and the remarks made herein, and allow all pending claims. This Amendment and 
Response was filed within three months of the mailing date of the Office Action and it is 
believed that no fees are due with the filing. If any fees are fomid to be due, please charge to 
Deposit Account No. 50-0206. 

Respectfully submitted. 



Date: Julv 18. 2005 




•fancy J. Flint 
Registration No. 46,704 
HUNTON & WILLIAMS 
11 II Brickell Avenue, Suite 2500 
Miami, Florida 33131 
Tel.: (305) 810-2522 
Fax: (305) 810-2460 
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